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DETAILED ACTION 
Status of the claims 

1. This action is in response to the application filed 08/01/2003. Claims 1-22 are 
pending and are examined. 

Claim Rejections '35USC§112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter, which the applicant regards as his invention. 

3. Claims 2, 10, 11,13,21 and 22 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly 
claim the subject matter which applicant regards as the invention. 

4. As regards claims 2 and 13, the limitation "protects against financial loss" is 
vague and indefinite. There is a lack of antecedent basis for this limitation in the 
claim. 

5. As regards claims 10 and 21 , the limitation " associated with a shortest time 
period to complete payment " is vague and Indefinite. There is a lack of 
antecedent basis for this limitation in the claim. 

6. As regards claims 1 1 and 22, " the limitation " having a highest priority " is vague 
and indefinite. There is a lack of antecedent basis for this limitation in the claim. 
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Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the Invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application 
by another who has fulfilled the requirements of paragraphs (1). (2), and (4) of section 371(c) of this 
title before the invention thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act 
of 1999 (AlPA) and the Intellectual Property and High Technology Technical 
Amendments Act of 2002 do not apply when the reference is a U.S. patent 
resulting directly or indirectly from an international application filed before 
November 29, 2000. Therefore, the prior art date of the reference is determined 
under 35 U.S.C. 102(e) prior to the amendment by the AlPA (pre-AlPA 35 U.S.C. 
102(e)). 

8. Claims 1-22 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Moenickheim et a! (US 2004/0088251 A1). 

9. As regards claims 1 and 12, Moenickheim discloses a method for making a 
payment to a payee on behalf of a payor, comprising: 

• receiving a payment request for a payment service provider to pay a 
payee on behalf of a payor; [0256] 
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• identifying those of a plurality of risk reduction techniques available for 
fulfilling the received payment request based upon the received payment 
request; [0210] 

• selecting an identified available risk reduction technique; and 
effecting payment in accordance with the selected risk reduction 
technique. [0191] 

10. As regards claims 2 and 13, Moenickheim discloses wherein each of the plurality 
of risk reduction techniques protects against financial loss to the payment service 
provider in effecting payment on behalf of the payor. [0035, Even though a 
consumer may only wish to receive e-bills, that consumer would have to fully 
enroll, in which supplemental information for risk management in addition to 
identity verification must be provided. Thus, the enrollment process ties together 
information required to receive e-bills with bank account information required to 
pay bills,] 

11. As regards claims 3 and 14, Moenickheim disclose wherein the plurality of risk 
reduction techniques includes at least two of: 

i) determining, prior to directing funds to the payee in association with effecting 
payment, that payor funds are available. 
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ii) determining, prior to directing funds to the payee in association with effecting 
payment that an entity is available from which to collect funds if funds cannot be 
collected from the payor in association with effecting the payment, 

iii) determining whether payment to the payee will be drawn on a deposit account 
associated with the payor, or drawn on a deposit account associated with an 
entity other than the payor, [01 56] 

iv) directing funds to the payee a predetermined period of time subsequent to 
initiating an electronic debiting of a deposit account associated with the payor. 
[0074] 

12. As regards claims 4 and 15, Moenickheim discloses wherein the selected risk 

reduction technique is the determining that payor funds are available, and further 
comprising: 

• transmitting an electronic funds transfer file to debit the payor deposit account 
and to credit a deposit account associated with the service provider; [0008, In 
any event, a service provider processes the payment requests and issues all 
debits, credits, and remittance advice associated with the payment requests,] 

• transmitting a confirmation request to a financial institution at which at least one 
of the payor deposit account and service provider deposit account is maintained 
subsequent to transmitting the electronic funds transfer file; [0164, The electronic 
biller system 800A then determines if the subscriber information is included in a 
database associated with the subscriber system 800 A and returns a response to 
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the EBPSP system 700 via the network 600 between communications interfaces 
81 2A and 71 2B, Alternatively, the electronic biller could send confirmation 
information of the availability of electronic billing or directly to the subscriber 
607AJ 

• receiving a response to the transmitted confirmation request from the financial 
institution; [0065, In response to the transmitted information identifying the first 
consumer, the first consumer receives information identifying a first candidate 
payee, which may also be a biller, from the electronic commerce service 
provider] 

• wherein the transmitted confirmation request requests one of i) confirmation that 
the payor deposit account has been successfully debited, or ii) confirmation that 
the service provider deposit account has been successfully credited; [ The 
electronic commerce service provider can electronically debit a deposit account 
associated with the consumer in completing a payment, can generate a draft 
drawn on the consumer's deposit account in completing the payment, or can 
electronically debit a credit account of the consumer in completing the payment] 

• wherein the received response indicates one of i) a successful debiting of the 
payor deposit account, or ii) a successful crediting of the service provider deposit 
account; [0007 In a Biller Direct model there are multiple ways that electronic 
payments can be performed. In one, an electronic biller A' through Z' provides all 
the functionality for completing the payment. That is, an electronic biller presents 
a user interface for payment via a communications channel 108A through 108Z, 
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captures enrollment data for payments from the consumer 105, warehouses 
payment requests in data repositories 1 10 through 111, processes the payment 
requests, and issues all debits, credits, and remittance advice associated with 
payment requests.] 
• wherein tfie payment to the payee is effected responsive to receipt of the 

response, the payment drawn on the service provider deposit account. [0060 The 
electronic commerce service provider can electronically debit a deposit account 
associated with the consumer in completing a payment, can generate a draft 
drawn on the consumer's deposit account in completing the payment, or can 
electronically debit a credit account of the consumer in completing the payment,] 



13. As regards claims 5 and 16, Moenickheim discloses wherein the selected risk 
reduction technique is the determining that an entity is available from which to 
collect funds if funds cannot be collected from the payor in association with 
effecting the payment, and further comprising: identifying the entity from which to 
collect funds if funds cannot be collected from the payor in association with 
directing the payment to the payee on behalf of the payor; wherein the payment 
is effected responsive to the identification of the entity; wherein the payment is 
drawn on a deposit account associated with the payment service provider; and 
wherein the identified entity is one of the payee and a consumer service provider 
with which the payor is associated. [0332, However, the EBPSP 601 maybe 
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missing an important element, for example, the customer account number, and 
therefore the best that can be accomplished is a partial set up of that payee. The 
subscriber 607H cannot make an electronic payment to a partially set up payee. 
The subscriber 607H is required to supply additional information to complete the 
process], 

14. As regards claims 6 and 17, Moenickheim discloses wherein the selected risk 
reduction technique is the determining whether payment to the payee will be 
drawn on a deposit account associated with the payor, or drawn on a deposit 
. account associated with an entity other than the payor, and further comprising: 

• determining at least one of i) if a monetary amount of the payment request is less 
than a predetermined first threshold, ii) if a total monetary amount of payments 
completed on behalf of the payor within a first predetermined time period is less 
than a predetermined second threshold, and iii) if a volume of payments 
completed on behalf of the payor within a second predetermined time period is 
less than a predetermined third threshold; [0210, The business rules introduced 
above include rules such as payment amount thresholds, payment frequency 
thresholds, or other business rules associated with risk processing.] 

• wherein, if it is determined that the monetary amount is less than the first 
threshold, that the total monetary amount is less than the second threshold, or 
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that the volume is less than the third threshold, effecting payment includes 
. . issuing one of a check or an electronic funds transfer to the payee drawn on a 
deposit account associated with an entity other than the payor; [0210, The 
business rules introduced above include rules such as payment amount 
thresholds, payment frequency thresholds, or other business rules associated 
with risk processing.] 

• wherein, if it is determined that the monetary amount is not less than the first 
threshold, that the total monetary amount is not less than the second threshold, 
or that the volume is not less than the third threshold, effecting payment includes 
issuing a draft to the payee drawn on the payor deposit account. [210, The 
business rules introduced above include rules such as payment amount 
thresholds, payment frequency thresholds, or other business rules associated 
with risk processing.] 



15. As regards claims 7 and 18, Moenickheim discloses wherein the identification of 
each of those of the plurality of risk reduction techniques is based upon at least 
one of i) the identity of the payor, ii) the identity of the payee, iii) the identity a 
financial institution, at which the payor maintains a deposit account, iv) the identity 
of a consumer service provider with which the payor is associated, and v) a type 
of payment service offered by the payment service provider utiljzed by the payor. 
[0351, The extracted creditor data is then preferably processed to determine 
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those of the identified creditors that are f<nown electronic billers. The creditors 
that are known electronic billers are then designated as candidate electronic 
billers.] 

16. As regards claims 8 and 1 9, Moenickheim discloses wherein two or more of the 
plurality of risk reduction techniques are identified as being available, and further 
comprising: 

• determining the one of the two or more identified risk reduction techniques which 
provides a highest level of protection against financial loss to the payment 
service provider in association with effecting payment on behalf of the payor; 
wherein the determined one of the risk reduction techniques is the selected risk 
reduction technique. [0213, FIG. 14 is a high level overview of the activation 
process and initial bill delivery process that a subscriber, in this example 
subscriber 607C, Jane, goes through.] 

17. As regards claims 9 and 20, Moenickheim discloses wherein two or more of the 
Plurality of risk reduction techniques are identified as being available, and further 
comprising: 

• determining the one of the two or more identified risk reduction techniques that is 
associated with a least cost; wherein the determined one of the risk reduction 
techniques is the selected risk reduction technique. [0224, Preferably, there is no 
charge for this service to subscribers. Signing up is a very simple process 
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because the combination of , NET Passport database 1507 and . NET Profile 
database 1510 already holds demographic data such as home addresses and 
phone numbers, as well as supports identity authentication (via a password),] 

1 8. As regards claims 1 0 and 21 , Moenickheim discloses wherein two or more of the 
plurality of risk reduction techniques are identified as being available/and further 
comprising: 

• determining the one of the two or more identified risk reduction techniques 
associated with a shortest time period to complete payment to the payee on 
behalf of the payor; wherein the determined one of the risk reduction techniques 
is the selected risk reduction technique.[0074] 

19. As regards claims 1 1 and 22, Moenickheim discloses wherein each of the 
plurality of risk reduction techniques is associated with a priority and two or more 
of the plurality of risk reduction techniques are identified as being available, and 
further comprising: 

• determining the one of the two or more identified risk reduction techniques 
having a highest priority; wherein the determined one of the risk reduction 
techniques is the selected risk reduction technique. [0266] 
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Conclusion 



Any inquiry concerning this communication or earlier communications from tlie 
examiner should be directed to John A. Anderson whose telephone number is 571-270- 
3327. The examiner can normally be reached on Monday through Friday 8:00 to 5:00 
Pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Trammell can be reached on 571-272-6712. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
BusinessCaQter (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTOlCustomer Sfe(vice<R^esentative or access to the automated information 
system, dall 800-^86^9^^^^^^ CANADA) or 571-272-1000. 

TBCHNOLc-y vmER^g!!^ ^ Anderson 

Examiner 
Art Unit 3694 



